
Administration points

1. The transition period is set to expire on 31 December 2020. For the 
purpose of this article, we are assuming that there will be no extension to the 
end of the transition period.

2. Registered European Union Trade Marks (EUTMs) and Registered 
Community Designs (RCDs) will be automatically cloned on to the UK 
Register at 11pm on 31 December 2020. The new national UK right will have 
the same filing, registration, priority, seniority and renewal dates as the 
corresponding EU registered right.

3. Registered EU designations of International Registrations (both trade 
mark and design) will be automatically cloned on to the UK Register at 11pm 
on 31 December 2020. These will be cloned as standalone new national UK 
rights and not UK designations of the International Registration.

4. Pending EUTMs, RCDs and EU designations of International Registrations 
(both trade mark and design) will not be automatically cloned on to the 
UK Register. Instead, proprietors will have nine months in which to refile in 
the UK and claim back the original filing, priority and seniority dates in the 
corresponding EU application. These newly filed applications will incur the 
usual UK IPO official fees and undergo the UK’s examination process.

For further information, click here.

Audit 

As a proactive step, we recommend conducting an audit of your current 
IP in the UK and EU. You do not want to be on the back foot come 2021.

   Is the coverage of your existing EU portfolio sufficient, particularly if use 
has changed due to COVID-19? Should you be considering gap filings and 
specification updates in the EU as soon as possible to ensure that the UK is 
also covered by these filings? (see “File before 2021” below)

   Also, consider whether you want or need all of your EU rights to be 
cloned on to the UK Register. Will this result in unnecessary duplications 
if you already have a UK national mark or a UK designation of an 
International Registration? The new UK national right will need renewing 
separately to the EU right to maintain both, incurring additional cost. As 
EU designations of International Registrations will be cloned as UK national 
rights, these will also require separate renewal at the UK IPO. Can you save 
on renewal costs by opting out? Of course, if UK coverage is needed, and 
you do not currently have separate UK marks, the automatic cloning is 
great.

Brexit Blueprint 
for Brands

With the UK set to finalise its withdrawal of the European Union at the end of 
2020, what are the key considerations you need to think about now?

https://www.kemplittle.com/blog/brexit-no-deal-trademarks/.


   Is the EUTM in use? If not, can you start use? There may be non-use 
implications if a mark is only used in the UK or outside of the UK. In this 
regard, use of a trade mark in the EU (but not UK) prior to the end of the 
transition period will be sufficient to maintain a new national UK right for 
a five-year period. However, use in the EU (but not the UK) after this five-
year period will not be taken into account. Therefore, if the new national 
UK right has not been used in the UK after the five-year period, it will 
become vulnerable to cancellation for non-use.

   Within the audit, it is vital that you look at contentious matters. Decisions 
in EUIPO actions after 31 December 2020 will not affect the new national 
right so will separate UK proceedings be required? If you have a pan-EU 
injunction, this will no longer have effect in the UK.  Do you have EU ac-
tions based solely on UK rights? If so, will these be decided before the 
end of the transitional period? If not, the action will fail as the UK rights 
will no longer be valid in the EU. Is it possible to expedite a decision or is 
settlement a better option? Note that provisions are to be made in respect 
of disputes relating to EU trade marks before the English Courts which are 
ongoing at the end of the transition period, but these have not been final-
ised.

   These are all factors that need to be considered in detail and we advise 
seeking external expertise when conducting an IP audit. Kemp Little is 
well placed to assist with this task.

File before 2021

By filing an EUTM before the end of the transition period, you may obtain 
automatically cloned UK rights or, at the very least, maintain the filing 
date.

   Given that registered EUTMs and RCDs will be automatically cloned onto 
the UK Register post transition period, you may wish to file applications in 
the EU only and save the cost of filing separately in the UK.

   At the time of writing (July 2020), there is still just enough time to file an 
EUTM or RCD and have it register before the end of the transition period, 
assuming there are no objections or oppositions.  

   Even if the trade mark or design does not register before the end of the 
transition period, you will be given the opportunity to re-file in the UK. The 
deadline to do so is nine months so, although normal UK IPO official fees 
will apply, you can effectively spread out the cost of filing in the UK.

Unregistered designs 

First disclosure post transition period remains unclear, so be cautious.

 � The present UK unregistered design right is not as broad as the EU un-
registered design right which allows designers to enjoy protection of the 
overall appearance of their designs. Although UK designers will not auto-
matically acquire rights in their designs across all member states of the EU 
after the end of the transition period, EU unregistered designs existing at 
the end of the transition period will continue to be protected in the UK 
until the EU right expires. 

 � Also, the Draft UK-EU Free Trade Agreement published in May 2020 has 
confirmed that there will be a new “supplementary unregistered design 
right” in the UK. However, what this may look like is not entirely clear. The 
aim is to align UK unregistered design rights with EU unregistered design 
rights. Of course, a UK supplementary unregistered design right will not 
have the power to grant rights across all remaining 27 member states (un-
less there is an agreement with the EU to confirm it can).



.eu domains

If you have an EEA establishment besides the UK, look at updating the 
Registrant details to maintain .eu domains post transition period.

    In order to own an .eu domain, the registrant must have an establishment 
in the EEA. 

   Once the UK leaves the EU, it will no longer be in the EEA. This means that 
an .eu domain name held by a UK-based entity will be withdrawn if the 
UK registrant has not established an EEA entity within two months after 
31 December 2020.

   Do you have an EEA establishment? If so, we suggest amending the 
registrant details now so that this is not missed. 

   If not, are you looking at finding an EEA establishment and will this be 
completed before the end of the transition period, or two month grace 
period?

   If you do not, and will not, have an EEA establishment by February 2021, 
we recommend that you immediately point the .eu domain to another 
website so that consumers are familiar with the new domain. We also 
recommend updating your marketing materials so that the .eu domain is 
no longer the only/main website available.

Rights of representation

Kemp Little will not be affected by Brexit and has provisions to contin-
ue to work in the EU.
   Unfortunately, it is looking increasingly likely that UK trade mark attor-

neys will not have a right of representation at the EUIPO. What does this 
mean for you?

   Well, if you run your trade mark and design portfolio in-house, you may 
need to find an external EU agent. If not, you will want to check that your 
attorney will not be affected and has provisions to continue to act at the 
EUIPO. 

 � The UK’s proposal in the Draft UK-EU Free Trade Agreement is that dis-
closing of a design in the EU or UK would satisfy the disclosure require-
ment for both EU and UK unregistered design rights. However, case law 
currently suggests that designs first disclosed outside of the EU (which 
will include the UK post transition period) would destroy the novelty in 
rights to an EU unregistered design right. 

 � So, you will need to be really careful when considering first disclosure of 
a design post transition period until clarification has been provided. 

Customs
Check the basis for your EU Customs Application for Action as it may 
need amending sooner rather than later.

   An EU Customs Application for Action filed via the UK HMRC will be 
automatically replaced with a UK Customs Application for Action after 31 
December 2020. So, to maintain customs protection throughout the EU in 
2021, a fresh EU Customs Application for Action will need to be filed via 
one of the remaining 27 member states.

   As the replacement is automatic, we recommend that you check your 
current basis for the EU Customs Application for Action. In order to 
ensure that there is no gap between re-filing a fresh EU Customs 
Application for Application, you may wish to file via one of the remaining 
27 member states now.
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